United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/555,534 



05/31/2000 



7590 04/29/2004 

ABELMAN FRAYNE & SCHWAB 
150 EAST 42ND STREET 
NEW YORK, NY 10017-5612 



BARBARA ENSOU 



204.610 



9400 



EXAMINER 



STUCKER, JEFFREY J 



ART UNIT 



PAPER NUMBER 



1648 

DATE MAILED: 04/29/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


App[icant(s) 




Advisory Action 


09/555,534 


ENSOLI, BARBARA 


Examiner 


Art Unit 






Jeffrey Stacker 


1648 





"The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



THE REPLY FILED 09 April 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) H The period for reply expires 6_months from the mailing date of the final rejection. 

b) n The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension 
fee have been filed Is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1.17(a) Is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 

1 .[El A Notice of Appeal was filed on 09 April 2004 , Appellant's Brief must be filed within the period set forth in 
37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2.K The proposed amendment(s) will not be entered because: 

(a) K they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) ^ they raise the issue of new matter (see Note below); 

(c) S they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) ^ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: see attached Advisory Action . 

30 Applicant's reply has overcome the following rejection(s): . ' 

4.n Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

50 The a)n affidavit, b)n exhibit, or c)\Z\ request for reconsideration has been considered but does NOT place the 
application in condition for allowance because: . 

6. n The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. ^ For purposes of Appeal, the proposed amendment(s) a)S will not be entered or b)n will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 62-72 and 76-88 . 

Claim(s) withdrawn from consideration: . 

8. n The drawing correction filed on is a)^ approved or b)^ disapproved by the Examiner. 

9. n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10. Q Other: 
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This Advisory Action is in response to the amendment filed 04/09/04. Claims 62-72 and 
76-88 are pending and under final rejection. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office Action. 

The rejection of claims 62-72 and 76-88 under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for inducing an immune response, does not reasonably 
provide enablement for vaccines for treating or preventing HIV related disease is maintained for 
the reasons set forth in section 2 of the PTOL form 303 and because the independent claims do 
not, contrary to applicant's comments, contain limitations to clarify the structure of the tat i.e., 
non- aggregated and non-oxidized as per applicant's previous arguments. The newly proposed 
limitation concerning the determination of internalization by incubating the activated endothelial 
cell of the dendritic cell... microscopy is new and has not previously been considered. 

Further, applicant's arguments concerning adding several previously restricted product 
inventions back is not persuasive. Each is a different structure with different sequences and 
would require different searches and consideration. Even if, assuming arguendo, the non- 
aggregated and non-oxidized tat is allowable, that does not make other viral proteins allowable. 
The examiner still considers that the uncertainty in the vaccine art as demonstrated by the 
references cited in the previous Office Action and the lack of relevant working examples in the 
instant specification indicates that the instant application lacks sufficient guidance to overcome 
the art recognized unpredictability for vaccines. 
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No claims are allowed. 



Papers related this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 
(November 15, 1989). 

The Group 1600 Official Fax number is: (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Tech Center representative whose telephone number is (571)-272-1600. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Jeffrey Stucker whose telephone number is (571)-272-0911. The 
examiner can normally be reached Monday to Thursday from 7:00am-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel, can be reached on (571)-272-0902. 




JEFFREY STUCKER 
PRIMARY EXAMINER 



